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DETAILED ACTION 



Response to Arguments 

1 . The applicant has argued: "Hornback, on the other hand, does not teach or suggest using 
a housing... that protects, for example, display 200 of photo album 130 " While the specification 
may disclose that the housing be "rigid enough to protect display 104, " the claim language does 
not include said limitation. 

2. The applicant has argued: "Rowland does not each or even relate to an electronic photo 
album as does Hornback and the claimed invention. Accordingly, one skilled in the art would at 
the time the present invention was made would have had no reason to look for the teachings in 
Rowland in order to improve upon Hornback." However, the teaching that an ASIC is an 
equivalent substitute for a CPU pertains to hardware implementation and not to the field of 
endeavor in Rowland. One of ordinary skill would have had knowledge of different methods of 
hardware implementation, regardless of the field of endeavor. 

3. The applicant has argued: "Neither an ASIC nor a PLD is an 'equivalent substitute' for a 
CPU (for example, try replacing the Pentium CPU in a computer with any ASIC or PLD - it will 
not work)." However, "CPU" is a general term for a central controller in a computing system, 
and is not restricted to Pentium CPUs for use in high-end computers. 

4. Applicant's other arguments have been considered but are moot in view of the new 
ground(s) of rejection. 
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Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

5. Claims 1, 4, 6, 8, 22, and 25 are rejected under 35 U.S.C. 102(b) as being clearly 
anticipated by Edwards, U.S. Patent 4,754,271. 

Regarding claim 1, Edwards teaches a portable electronic photo album comprising: a 
housing structure that fits within a pocket-sized structure (col. 1, line 66-col. 2, line 5); an 
electronic display (LCD 29), located within the housing, capable of displaying digital images 
(col. 2, lines 41-42, Fig. 2); memory (ROM cartridge 13), located within the housing, that stores 
one or more digital images (col. 3, lines 5-6; Fig. 2); and dedicated processing circuitry (main 
control logic 27), located within the housing and being coupled to the memory and the display, 
the processing circuitry being substantially dedicated to displaying on the electronic display the 
one or more digital images stored in the memory (col. 3, line 65-col. 4, line 4). It is an inherent 
quality of a housing that fits within a pocket-sized structure to fit within a pocket-sized wallet as 
well. 

Regarding claim 22, because the apparatus of claim 1 is taught, the method 
corresponding to the apparatus is also taught. 

Regarding claim 4, Edwards teaches that the housing includes at least one user input 
device (pushbutton 30) for advancing which digital image is displayed on the electronic display 
(col. 3, line 64-col. 4, line 4). 



Application/Control Number: 09/544,523 Page 4 

Art Unit: 2615 

Regarding claim 6, Edwards teaches that the electronic display is a liquid crystal display 
(col 2, line 42). 

Regarding claim 8, Edwards teaches that digital images are loaded into the ROM from a 
VCR and read-write buffer (col. 2, lines 53-68). The electrical connector mounted to the housing 
and cable connected to the connector for transferring digital images are inherently taught. 

Regarding claim 25, because the apparatus of claim 8 is taught, the method 
corresponding to the apparatus is also taught. 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 2, 3, 23, and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Edwards, U.S. Patent 4,754,271, in view of Rowland et al, U.S. Patent 5,801,970. 

Regarding claims 2 and 3, Edwards teaches the apparatus of claim 1. See above, Edwards 
does not teach an ASIC or PLD. However, it is well known that ASICs and PLDs are equivalent 
substitutes for processing circuitry CPUs. Rowland teaches that a data processor may be a CPU, 
ASIC, or programmable logic array (col. 4, lines 49-51). Therefore, it would have been obvious 
to one of ordinary skill in the art at the time the invention was made to use either an ASIC or 
PLD in place of the CPU of Edwards, as the units are equivalent substitutes. 
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Regarding claims 23 and 24, because the apparatuses of claims 2 and 3 are taught, the 
methods corresponding to the apparatuses are also taught. 

7. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Edwards, U.S. 
Patent 4,754,271, in view of Eisele et al, U.S. Patent 6,089,459. 

Regarding claim 5, Edwards teaches the apparatus of claim 1. See above. Edwards does 
not teach that the electronic display also displays at least one user input location for advancing 
which digital image is displayed on the electronic display. It is well known in the art to provide 
touch screens instead of control keys on the display of various devices. This would reduce the 
overall weight of the device and make it more compact. Eisele et al discloses a device for 
displaying graphical data that uses an optical touch screen provided for its control keys (col. 8, 
lines 57-64). Therefore, it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to configure Edwards' device with the touch screen display taught by 
Eisele to make an electronic photo album with a touch screen display that displays at least one 
user input location for advancing which digital image is displayed on the electronic display. One 
of ordinary skill would have been motivated to make such a modification to make the device 
lighter and more compact. 

8. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Edwards, U.S. 
Patent 4,754,271, in view of Eisele et al, U.S. Patent 6,089,459, and further in view of Akins et 
al, U.S. Patent 5,623,280. 
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Regarding claim 7, Edwards in view of Eisele teach the apparatus of claim 6. See above. 
Edwards in view of Eisele do not teach a substantially flexible liquid crystal display. Akins 
teaches a flexible liquid crystal display with touch sensitive screen, and Akins also teaches that 
the plastic substrates used in the manufacture of the flexible LCDs are thinner, lighter, less 
susceptible to breakage, and lend themselves more readily to the manufacturing process (col. 1, 
lines 45-52). Therefore, it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to combine the flexible LCD of Akins in the apparatus of Edwards in 
view of Eisele. One of ordinary skill would have been motivated to make such a modification to 
make the apparatus lighter, more compact, and less susceptible to damage. 

9. Claims 9-13, 26, 30, and 3 1 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Edwards, U.S. Patent 4,754,271, in view of Hornbeck, PCT WO 99/56463. 

Regarding claim 9, Edwards teaches the apparatus of claim 1. See above. Edwards 
teaches an electrical connector and cable for transferring digital images from the VCR to the 
ROM, See above. Edwards does not teach an infrared I/O port for loading images. Hornbeck 
teaches an infrared I/O port, wherein the digital images are loaded into the memory via the 
infrared I/O port (page 7, lines 19-28). Therefore, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to incorporate the I/O port of Hornbeck into 
the apparatus of Edwards. One of ordinary skill would have been motivated to make such a 
modification to transfer data without using physical connectors. 

Regarding claim 10, Edwards teaches the apparatus of claim 1. See above. Edwards 
teaches an electrical connector and cable for transferring digital images from the VCR to the 
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ROM. See above. Edwards does not teach a FLASH memory connector, wherein digital images 
are loaded into memory via FLASH card. Hornbeck teaches that an electronic photo album may 
accept a flash card and therefore a FLASH memory connector, wherein the digital images are 
loaded into memory via a FLASH card connected to the FLASH memory connector (page 2, 
lines 1 1-12). Therefore, it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to incorporate a FLASH memory connector taught by Hornbeck into the 
apparatus of Edwards. One of ordinary skill would have been motivated to make such a 
modification to transfer data using a portable, efficient means. 

Regarding claim 1 1, Edwards teaches a portable electronic photo album systen 
comprising: a portable electronic photo album that includes an electronic display (LCD 29) (col. 
2, lines 41-42, Fig. 2), memory (ROM cartridge 13) (col. 3, lines 5-6; Fig. 2), and dedicated 
processing circuitry (main control logic 27) that displays one or more digital images stored in the 
memory (col. 3, line 65-col. 4, line 4). Edwards teaches that the electronic photo album possesses 
a housing that fits within a pocket-sized structure (col. 1, line 66-col. 2, line 5). It is an inherent 
quality of a housing that fits within a pocket-sized structure to fit within a pocket-sized wallet as 
well. Edwards also teaches means for capturing one of more digital images (col 2, lines 40-52), 
but does not teach a computer that receives the captured images and sends the images to the 
portable photo album for storage in the memory. Hornbeck teaches a computer from which a 
photo album can download images (Fig. 7; Fig. 4, item 404; page 7, lines 25-28). Therefore, it 
would have been obvious to one of ordinary skill in the art at the time the invention was made to 
combine the computer of Hornbeck with the electronic photo album of Edwards to make a 
system in which the camera captures images and sends them to the computer, and thereafter a 
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user can download the images onto an electronic photo album. One of ordinary skill would have 
been motivated to make such a modification to provide enhanced image processing of pictures 
prior to storage. 

Regarding claim 26, because the apparatus of claim 1 1 is taught, the method 
corresponding to the apparatus is also taught. 

Regarding claim 12, Hornbeck teaches a common interface between computer, camera, 
and photo album (Fig. 7 A). 

Regarding claim 13, Edwards teaches a digital still camera (col. 2, lines 51-52). 

Regarding claim 30, see comments for claim 11. Hornbeck teaches a memory card 
interfaced with the photo album for storing digital images (Fig. 4; page 7, lines 12-16). 

Regarding claim 31, Hornbeck teaches that image data is loaded from the memory card 
into internal storage device 402 and displayed from there (Fig. 7 A, items 710, 71 1, and 200; page 
11, lines 22-28), which reads on circuitry acting to swap image from the memory card into the 
display memory. 

10. Claims 14-18, 27-29 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Edwards, U.S. Patent 4,754,271, in view of Hornbeck, PCT WO 99/56463, and further in view 
of Ohta et al, U.S. Patent 6,577,760. 

Regarding claims 14-16, Edwards in view of Hornbeck teach the apparatus of claim 11. 
See above. Edwards in view of Hornbeck do not teach that the means for capturing images is a 
scanner, a CD-ROM, or a floppy disc. Ohta teaches that images can be directly loaded onto a 
computer from a scanner, CD-ROM, and floppy disc (Fig. 21; col. 14, lines 57-67; col. 15, lines 



Application/Control Number: 09/544,523 Page 9 

Art Unit: 2615 

1-8). Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the invention of Edwards in view of Hornbeck so that a scanner, 
CD-ROM, or floppy disc could provide the digital images. One of ordinary skill would have 
been motivated to make such a modification to provide a user with multiple means for obtaining 
desired digital images. 

Regarding claims 27, 28, and 29, because the apparatuses of claim 14-16 are taught, the 
methods corresponding to the apparatuses are also taught. 

Regarding claim 17, Edwards in view of Hornbeck teach the apparatus of claim 11. See 
above. Edwards in view of Hornbeck do not teach that the computer includes application 
software for manipulating the digital images. Ohta teaches application software for manipulating 
the digital images (col. 5, lines 8-43). Therefore, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to incorporate the application software of Ohta 
in the invention of Edwards in view of Hornbeck so that obtained images can be manipulated. 
One of ordinary skill would have been motivated to make such a modification to obtain higher 
quality images. 

Regarding claim 18, Hornbeck teaches a computer monitor (Fig. 4). As Edwards in view 
of Hornbeck in view of Ohta teach that images are manipulated and downloaded to an album, it 
would have been obvious to display an image on the monitor exactly as it would appear on the 
electronic display of the portable photo album. 



11. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over Edwards, U.S. 
Patent 4,754,271, in view of Halpern, U.S. Patent 6,173,897. 
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Regarding claim 19, Edwards teaches a portable electronic photo album comprising: a 
housing shaped like a thin plastic card that fits within a pocket-sized structure (col. 1, line 66-col. 
2, line 5); an electronic display (LCD 29), located within the housing, capable of displaying 
digital images (col 2, lines 41-42, Fig. 2); memory (ROM cartridge 13), located within the 
housing, that stores one or more digital images (col. 3, lines 5-6; Fig. 2); and dedicated 
processing circuitry (main control logic 27), located within the housing and being coupled to the 
memory and the display, the processing circuitry being substantially dedicated to displaying on 
the electronic display the one or more digital images stored in the memory (col. 3, line 65-col. 4, 
line 4). Edwards does not teach a pocket-sized wallet comprising a body that includes one or 
more slots for storing credit cards, and one or more sections for storing money, the body being 
sized to fit within a pocket, wherein the electronic photo album is stored in the wallet. Halpern 
teaches the practice of placing a card in a wallet that fits in a shirt pocket (coT. 6, lines 6-8). The 
slots for storing credit cards and sections for storing money are inherently taught. Therefore, it 
would have been obvious to one of ordinary skill in the art at the time the invention was made to 
incorporate the practice of placing cards in wallets taught by Halpern with the card-sized 
electronic photo album taught by Edwards to make a portable electronic photo album wallet in 
which an electronic photo album is stored. One of ordinary skill would have been motivated to 
make such a modification to store a card-sized device in a wallet already used for carrying card- 
sized items. 
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12. Claims 20 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Edwards, U.S. Patent 4,754,271, in view of Halpern, U.S. Patent 6,173,897, in view of Rowland 
et al, U.S. Patent 5,801,970. 

Regarding claims 20 and 21, Edwards in view of Halpern teach the apparatus of claim 19. 
See above. Edwards does not teach an ASIC or PLD. However, it is well known that ASICs and 
PLDs are equivalent substitutes for processing circuitry CPUs. Rowland teaches that a data 
processor may be a CPU, ASIC, or programmable logic array (col. 4, lines 49-51). Therefore, it 
would have been obvious to one of ordinary skill in the art at the time the invention was made to 
use either an ASIC or PLD in place of the CPU of Edwards, as the units are equivalent 
substitutes. 

13. Claim 32 is rejected under 35 U.S.C. 103(a) as being unpatentable over Edwards, U.S. 
Patent 4,754,271, in view of Hornbeck, PCT WO 99/56463, and further in view of Eisele et al, 
U.S. Patent 6,089,459. 

Regarding claim 32, Edwards in view of Hornback teach the apparatus of claim 30. See 
above. Edwards in view of Hornback do not teach that processing circuitry displays images on 
the electronic display directly from image data stored on the memory card. Eisele teaches a 
device for displaying graphical data directly from a smart diskette that may include a flash card. 
Eisele's display device has no memory but uses the memory and the circuitry contained on the 
diskette/flash card. The device thus displays the data directly from the memory card (Fig. 3, 
items 103 and 200; Figs. 9A and 9B; Fig. 12, items 1201 and 1202; col. 11, lines 41-52; col. 15, 
lines 8-12). Therefore, it would have been obvious to one of ordinary skill in the art at the time 
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the invention was made to configure the device of Edwards in view of Hornback for displaying 
images directly from image data stored on a memory card taught by Eisele. One of ordinary skill 
would have been motivated to make such a modification to provide an option of a less expensive 
device by utilizing common conventional removable memory storage media. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dorothy Wu whose telephone number is 703-305-8412. The 
examiner can normally be reached on Monday-Friday, 9:00-5:00. 



• * 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Christensen can be reached on 703-308-9644. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



DW 

March 30, 2004 
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